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DETAILED ACTION 



Information Disclosure Statement 

1 . The Examiner has considered the references listed in the Information Disclosure 
Statement dated 4/1 9/2004. A copy of the Information Disclosure Statement is 
attached to this office action. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



2. Claim 1 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,457,031. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because claim 1 of Patent No. 6,456,031 has limitations similar to those of 



claim 1 of this application. 
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Regarding claim 1, claim 1 of U.S. Patent No. 6,457,031 discloses the following: 

• playing an audio representation of text dictated in a prior dictation session (lines 
10-11); 

• displaying said previously dictated text concurrently with said playing of said 
audio representation (lines 9-11); 

• sequentially highlighting individual words of said previously dictated text as each 
word is played in said audio representation (lines 10-11); 

• selectively establishing marks during said playing of said audio representation for 
different ones of said sequentially highlighted words responsive to user commands, 
each said mark established when said word is highlighted (lines 12-16); and, 

• storing said marks in an ordered list, each said mark including a current position 
and length of a corresponding marked word, said ordered list containing data 
associated only with marked words, whereby the marked words can be later recalled for 
correction in accordance with said ordered list (lines 17-22). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 1-7, and 10-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mitchell et al. (U.S. Patent 5,857,099), hereinafter referred to as 
Mitchell in view of Edgar (U.S. Patent 6,113,394), hereinafter referred to as Edgar and 
further in view of Ballard et al. (U.S. Patent 6,195,637), hereinafter referred to as 
Ballard. 

Regarding claim 1, Mitchell discloses a speech-to-text dictation system with 
audio message capability. Mitchell's disclosure includes the following steps: 

• playing an audio representation of text dictated in a prior dictation session (col. 1, 
lines 63-65, play back); 

• displaying said previously dictated text concurrently with said playing of said 
audio representation (abstract, display with corresponding audio data; col. 9, lines 2-5, 
"display in reverse video format"); 

But Mitchell does not specifically teach "sequentially highlighting individual words 
of said previously dictated text as each word is played in said audio representation." 
However, the examiner contends that this concept was well known in the art, as taught 
by Edgar. 

In the same field of endeavor, Edgar discloses a reading aid where a box 
sequentially outlines each word of a file (Fig. 17-18, abstract, "sequentially locates 
discrete ...")._ 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Mitchell by specifically providing the feature, 
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as taught by Edgar, because it is well known in the art at the time of invention as an aid 
to focusing attention. 

Furthermore, Mitchell does not specifically teach "selectively establishing marks 
during said playing of said audio representation for different ones of said sequentially 
highlighted words responsive to user commands, each said mark established when said 
word is highlighted." However, the examiner contends that this concept was well known 
in the art, as taught by Ballard. 

In the same field of endeavor, Ballard discloses a method for marking and 
deferring the correction of misrecognition errors where a user marks an error in the text 
by highlighting the word for later replay and correction (col. 1 , lines 43-61 ). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Mitchell by specifically providing the feature, 
as taught by Edgar, because it is well known in the art at the time of invention as a way 
to perform corrections without interfering with the dictation (Ballard, col. 1 , line 38-40). 

Mitchell teaches that the file can be stored and recalled later for correction (col. 
1 0, line 64 through col. 1 1 , line 5, reopen for later play back), but Mitchell does not 
specifically teach "storing said marks in an ordered list, each said mark including a 
current position and length of a corresponding marked word, said ordered list containing 
data associated only with marked words, whereby the marked words can be later 
recalled for correction in accordance with said ordered list." However, the examiner 
contends that this concept was well known in the art, as taught by Ballard. 
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Ballard further discloses highlighting/marking words for later correction by using a 
correction tool that serially displays each marked work after dictation is complete (col. 3, 
lines 14-22). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Mitchell by specifically providing the feature, 
as taught by Ballard, because it is well known in the art at the time of invention as a way 
to reduce dictation time and improve efficiency (Ballard, col. 3, lines 24-25). 

Regarding claim 2, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 1), but Mitchell does not specifically teach "the 
step of visually highlighting said marked words responsive to a user request." However, 
the examiner contends that this concept was well known in the art, as taught by Ballard. 

Ballard further teaches deferred text correction where a user marks a 
misrecognition error in text by highlighting the word, with words thus marked replayed 
sequentially for later correction (col. 1, lines 43-61, col. 2, lines 12-16). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Mitchell in view of Edgar and Ballard by 
specifically providing the feature, as taught by Ballard, because it is well known in the 
art at the time of invention as a way to correct errors without interfering with a user's 
dictation (Ballard, col. 1, lines 38-40). 
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Regarding claim 3, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 1); in addition, Mitchell teaches "the step of 
automatically visually highlighting said marked words" (col. 9, lines 3-5, with infirm 
words automatically displayed ...)• 

Regarding claim 4, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 1); in addition, Mitchell teaches "displaying said 
previously dictated text in a first display window" (col. 2, lines 55-63). 

But Mitchell does not specifically teach "sequentially visually highlighting each 
word of said previously dictated text in a first manner." However, the examiner contends 
that this concept was well known in the art, as taught by Edgar. 

Edgar teaches sequentially box outlining each word of a file (Figs. 17-18, 
abstract). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Mitchell by specifically providing the feature, 
as taught by Edgar, because it is well known in the art at the time of invention as an aid 
to focusing attention. 

Furthermore Mitchell does not specifically teach "visually highlighting each 
marked word in a second manner." However, the examiner contends that this concept 
was well known in the art, as taught by Ballard. 

Ballard teaches marking text by highlighting or underlining (col. 3, lines 5-7). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Mitchell by specifically providing the feature, 
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as taught by Ballard, because it is well known in the art at the time of invention to be 
advantageous to be able to indicated different error types. 

Regarding claim 5, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 4). However Mitchell does not specifically teach 
the following: 

a) sequentially displaying in a second display window portions of said previously 
dictated text including said word highlighted in said first manner; and, 

b) sequentially displaying in a third display window within said second display 
window said word in said previously dictated text highlighted in said first manner. 
However, the examiner contends that these concepts were well known in the art, 

as taught by Edgar. 

Edgar teaches the display of text in multiple panes including the centering and 
display of a discrete portion (a) and b), above) (Figs. 17-18, abstract; col. 2, lines 44- 
63). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Mitchell by specifically providing the features, 
as taught by Edgar, because it is well known in the art at the time of invention as an aid 
to focusing attention. 

Regarding claim 6, this claim has additional limitations similar to claims 4 and 5 
and is rejected for the same reasons. 
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Regarding claim 7, this claim has additional limitations similar to claim 4 and is 
rejected for the same reasons. 

Regarding claim 10, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 1); in addition, Mitchell teaches the following: 

• determining said current position of each said marked word (col. 7, lines 1-10) ; 
and, 

• determining said length of each said marked word at each said current position 
(col. 7, lines 19-21). 

Regarding claim 11, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 1); in addition, Mitchell teaches "the step of 
recalling said marked words for correction" (col. 2, lines 56-63, postponed corrections) 

Regarding claim 12, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 10); in addition, Mitchell teaches "the step of 
selectively playing back said marked words in forward and reverse sequences 
corresponding to said ordered list (col. 1, lines 63-67, dictated data can be reordered). 

Regardng claim 13, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 1); in addition, Mitchell teaches the following: 
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• examining said ordered list of marks responsive to a user request to show a mark 
(col. 1, lines 63-67, linked data); 

• retrieving text associated with said mark (col. 1 , lines 63-67); and, 

• displaying said retrieved text (col. 1, lines 63-67; col. 9, lines 1-7). 

Regarding claim 14, this claim contains limitations similar to claim 4 and is 
rejected for the same reasons. 

Regarding claim 15, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 11). In addition, Mitchell teaches the following: 

• responsive to a user modifying text by inserting, deleting or replacing characters, 
determining a number of characters being inserted, deleted or replaced (col. 1, lines 65- 
67, col. 7, lines 20-25); 

• determining a position where said characters were inserted, deleted or replaced 
(col. 9, lines 7-12); 

• if said modifying changed a marked word, adjusting said length of said marked 
word in said corresponding mark in said ordered list (col. 14, lines 20-21 ); 

• determining if said modifying was an insertion or deletion (col. 14, lines 5-6, 10- 
13); and, 

• if said modifying was an insertion or deletion, adding or subtracting said number 
of characters to or from positions of all marks in said ordered list following a point of 
said insertion or deletion (col. 9, lines 60-65). 
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Regarding claim 16, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 15); in addition, Mitchell teaches "the step of 
refreshing said displaying of said marked words" (col. 5, lines 58-64; document 
displayed from memory). 

4. Claims 8, 9, and 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mitchell in view of Edgar and Ballard in view of well known prior art 
(MPEP 2144.03). 

Regarding claim 8, Mitchell in view of Edgar and Ballard teaches everything 
claimed, as applied above (see claim 7). In addition Mitchell in view of Edgar and 
Ballard teaches the following: 

• permanently visually highlighting said selectively marked words in said different 
manner (see claims 6 and 4, Ballard teaches marking text in multiple ways). 

But Mitchell does not specifically teach "removing said permanent visual 
highlighting responsive to a. user command (or automatically)." However, the examiner 
takes official notice of the fact that the removal an indicator after correction was made 
was well known in the art. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Mitchell in view of Edgar and Ballard, as 
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stated, because the removal of correction indicators allows a user to keep track of what 
still needs to be corrected. 

Regarding claim 9, this claim has additional limitations similar to claim 8 and is 
rejected for the same reasons. 

Regarding claims 17, 18 and 19, these claims have additional limitations similar 
to claims 8, 9, and 17, respectively, and are rejected for the same reasons. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to V. Paul Harper whose telephone number is 703 305- 
4197. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richemond Dorvil can be reached on 703 305-9645. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

November 29, 2004 
V. Paul Harper, PhD 




